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Alexandria, VA 22313-1451

APPLICANT S’ MAIN BRIEF
UNDER TMBP § 1203.01

Introduction
Cooperative Educational Service Agency No(“Bpplicant) hereby appealfrom the
ExaminingAttorney'sfinal refusal to register the abow#entified mark dateéebruary 28, 2014
as well as the Examining Attorney’s denial of Applicant's Request @mmoRsideration dated
September 1,82014,and respectfully requests the Trademark Trial and Adpeatd(“TTAB”)
to reverse th&xamining Attornels decision.
Applicants’ Trademark
Applicant seekregistration on the Principal Register ofriark:
CURRICULUM4SCHOOLS
for “Computer software that provides wiased access to applications and services

through a web operating system or portal interfadga’Int’l Class9 (“Applicant's MarK).



The Rejection

The Examining Attorneyrefused registration of Apipant’s Mark contending that the
mark as applied to thgoodsis “merely descriptivé. Office Actions datedAugust 7, 2013 and
February 28, 2014the latter being a final Office Action.In response to Request for
Reconsideration fil@ with the Examining Attorney, that Request was denied on Septemper 18
2014.

In the Denial of Applicant's Request for Reconsideratithe Examining Attorney
expounded is position contendinghe following:

The specimen of record shows use of the mark on a series of web pages explaining
the goods that state “CURRICULUM4SCHOOLS” Teachers and administratorsccassa
and enhance curriculum content from any location. The specimens of record show that the
goodsare used for schools curriculum mapping and management. The registrations applicant
cites in support of its request only show the numeral “4” used to replace the wordinas“fo
a phonetic equivalent in marks that as a whole are not merely descriptive dggedstise or
non-descriptive meaning as a whole. Here, the numeral “4” is the phonetic equivalkat of
wording “for” and identifies that a purpose, feature or function use of the goods isilcumric
software for schools to use. Therefore, the agghe mark is not similar to the marks cited
by applicant in support of registration but rather, viewed as a whole,yntastriptive of
the goodgemphasis added)

Applicant respectfully traverses the notion thatarficuluni is limited to digital media
or a software renditiorof a curriculum A “curriculunt can evokea wide variety ofmotions
including the aggregate of courses of study given in a school, college, universityndezd,
the word “curriculum” is arather amorphousterm having an almost limitless number of
meanings in its own right. The fact that the Examining Attorney had to resofétenee to the
Applicant’s specimens to derive a specific meaming tacit admission that even the Examining
Attorney was not quite serwhat the goods meant in view of the name given to the software
which is the subject of the mark.

Further, even if a curriculuni is considered in a digital realm only, it is not

immediately apparent if thectirriculuni' is a tool for educational institilons, administrators,



educatorsstudentor some combination of thenfurther, it is not immediately apparent if the
“curriculum” is used at a@ivenlevel of education- grade school, high school, technical college,
graduate school or pegtaduate school. Lastly, it is not immediately apparent what course
coursesof studyarethe subject of thecurriculum” what the €urriculuni might relate toor
what the objective of theurriculumis. In other words, the who, what and why ofth
curriculumis not evident from the identifier, thaéctating a finding of “suggestiveness” of the
mark— and not a findinghat the mark is “merely descriptive
Argument

1. Applicant’s Mark Is A Composite Mark That Must Be Considered In Its Entirety

Applicant respectfully subnst that the CURRICULUM4SCHOOLS mark is a
“‘composite” mark. Accordinglyhie Examining Attorney cannot depart from the rule tinairks
should be considered in their entiretassd not improperly dissectedColgatePalmolive Co. v.
Carter-Wallace, Inc. 167 U.S.P.Q. 272 (C.C.P.A. 1970). As the U.S. Supreme Court has stated:
“The commercial impression of a trademark is derived from it\eaeae, not from its elements
separated and considered in detddstate of P.D. Beckwith, Inc. v. Commissioner of Patents,
2520U.S. 538, 54516 (1920). Thus, it is the impression which the mark as a whole creates on the
average reasonably prudent buyer and nopénesthereof which is important.

Applicant respectfully submits that Applicant’'s Mark has been improperlgadess to
arrive at the conclusion of mere descriptiveness.

2. The Applicants Mark, in its Entirety , does not Merely Describe Applicants Goods

To be “merely” descriptive, the term must be “only” descriptive, i.e., the semes no
purpose other than to describe the goods or servitese QuickPrint Copy Shop, In¢.205
U.S.P.Q. 505 (C.C.P.A. 1980). If a mark suggests, however, a number of possible uses or

characteristics of the goods or services, including one that is descripgvwaatk is not merely



descriptive. In re National Tea C.144 U.S.P.Q. 286, 287 (T.T.A.B. 1965) (NO BONES
ABOUT IT not merely descriptive of na).

There is but a thin line between the two types of marks (descriptive versustsigge
where there is doubt whether a mark is descriptive or suggestive, that doubt should bd resolve
in favor of the applicantin re Bel Paese Sales Cd, U.S.P.Q.2d 1233, 1986 WL 83304
(T.T.A.B. 1986).

Applicants Mark is, atbest suggestive of Applicaig goods The Applicant’'s mark
does not convey an immediate impression of the goo@JRRICULUM,” “4” and
“SCHOOLS” are terms of art in the English language. \Wérer not they have precise
connotations, together they do not immediately describe with particularityotius gagain, we
are speaking of computer software programs), and the terms are thergwstise, as in cases
such asConcurrent Technologies Inc. v. Concurrent Technologies .CagU.S.P.Q.2d 1054,
n3 (TTAB 1989) (“technology” is a vague term which does not immediately descomputer
products);U.S. West Inc. v. BellSouth Cor@a8 U.S.P.Q.2d 1307, 1312 (TTAB 1990) (“real” is
a vague term which does not immediately describe telephone directoresglsoin re
Intelligent Medical Systems In& U.S.P.Q.2d 1674, 167576 (TTAB 1987) (“intelligent” is a
vague term which does not immediately describe electronic thermometersly amdViens
International Professional Tennis Council U.S.P.Q.2d 1917 (TTAB 1986) (“masters” is a
general term which does not immediately describe tennis tournament Services

In the present case, the meaning of the ter@dRRICULUM” and “SCHOOLS” are
general enough that an ordinary consumer would not generate the immediateeendieh of
the nature of the goods which is necessary to cast the mark as merelyptidescri
Descriptiveness must be adjudged from the standpoint airtieary prospective purchaser, see

TMEP 1209.01(b) anth re Gyulay 3 U.S.P.Q.2d 1009, 1010 (Fed.Cir.1987). At best, the mark



may convey some sort of connection to a schelalted user, but there is nothing in the mark
which describes Applicant’s goods, namely, computer software. An ordinary consmphlr s
could not imply that the goods are computer software merely by looking at tkeanth more
importantly, knowing that the goods are computer software, the same consumer would not know
the purpose to which the software is put, who would use it, who would benefit by its use, what
curriculumit encompasses, what grade levels it may apply to and why someone would use it and
to what resulbr benefit In short,the mark is still suggestive because gloeds, i.e., computer
software, are still unknown to the person seeing only the n@nice knowing that the mark has
something to do with software, there are still too many questions that mustvbered in order
to determine that the mark is merely dgstove of the goods with which the mark is usélhat
is, the impression given by the mark requires the exercise of some imaginatios ertt of a
person perceiving the mark. Thus, because some imagination is required, the mark is not
"merely descripve."

Even if a mark suggests a number of possible uses or characteristics of the goods or
services, including one that is descriptive, the mark is not merely desgeriptire National Tea
Co, 144 U.S.P.Q. 286, 287 (T.T.A.B. 1965) (NO BONES ABOUT ¢t merely descriptive of
ham). Further, a mark that combines descriptive terms may be registrable ifitpesie
creates a unitary mark with a separate, nondescriptive meamimg.Colonial Stores, In¢394
F.2d 549, 157 USPQ 382 (C.C.P.A. 1968) (holding SUGAR & SPICE not to be merely
descriptive of bakery products)Applicant submits that the ma®URRICULUM4SCHOOLS
does not convey an immediate or instant idea as to the nature of Applicant’'s goodg, name
computer software. Although the ma&EkJRRICULUM4SCHOOLS may connote a schdgpe
connection, this does nstiggest only computer software or computer software that is drawn to a

target consumer or user, the type of curriculum that is @setlfo what benefit or purpose the



curriculum would be One must make a quantum leap from software to software for a specific
purpose, i.e. one that is tied to a curriculum, whatever that curriculum magrgewhat it may
be is left to he imagination of the consumer.

Because the mailRURRICULUM4SCHOOLSdoes not convey an immediate idea of the
identified goods, and instead, requires a mental pause and thought, Applicant subnties that t
term is suggestive rather than merely descriptive of the goods. Assiwvggerm requires some
imagination. A suggestive term requires some “imagination, thought or perceptieacto a
conclusion as to the nature of the goods.” TMEP 8§1209.0(ag Shutts217 U.S.P.Q. 363
(T.T.A.B. 1983). If a term provides indirect or vague information about a product, this is an
indication that the term is suggestive, not descript&ee Blisscraft of Hollywood v. United
Plastics Co, 131 U.S.P.Q. 55 (2d Cir. 1961); see aMdF, Inc. v. Sleekcraft Bogt04
U.S.P.Q. 808, 815 (9th Cir. 1979); Saee Brocq 225 U.S.P.Q. 227 (T.T.A.B. 1984) (reversing
a refusal to register THE LIBRARY COMPANY for library supply seesgIn re TMS Corp. of
the Americas200 U.S.P.Q. 57 (T.T.A.B. 1978) (reversing a refusal to register THE MONEY
SERVICE for financial services, finding the martkggestive and not merely descriptive); dnd
re The House Store, Lid221 U.S.P.Q. 92 (T.T.A.B. 1983) (reversing a refusal to register THE
HOUSE STORE for retail services of furniture and housewares, finding the markssugge
rather than merely desctipe).

Applicant’'s Mark is, at most, suggestive of Applicant's goods. While it may be
considered that the word “SCHOOLS” conveys one characteristic of the goods, the imbe
placed immediately in front of the word “SCHOOLS” makes the composite element
“4SCHOOLS” distinctive.

There are any number of -8bmething” marks that have not been deemed descriptive,

including many in Intl Class 9, which is the same class in which the Applscant’



CURRICULUM4SCHOOLS mark is applied for. Applicant's mark shouotmt be treated
differently than currently existing registrationgpplicant supplied such list in its February 7,
2014 Response to Office Action.
3. Applicant Incorporates Its Prior Arguments Herein By Reference

Applicant has presented arguments in response to the two prior Office Actiorshgsue
the Examining Attorney. Applicant affirmatively states that it incorporatesids gmguments in
this Brief by reference for purpose of brevity.
Conclusion

For the reasons set forth above, Aggnt regectfully submits that its mark,
CURRICULUM4SCHOOLS,is not merely descriptivebut suggestiveand is entitled to
registration.

The Board is therefore respectfully requested to reverseExaenining Attornels
decision refusing registration of Algants Mark.

Respectfully submitted,
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